United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 223 1 3- 1 450 
www.uspto.gov 



I ATTORNEY DOCKET NO~ CONFIRMATION NO. j 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



10/022,194 



12/20/2001 



30734 7590 05/05/2004 

BAKER + HOSTETLER LLP 
WASHINGTON SQUARE, SUITE 1 100 
1050 CONNECTICUT AVE. N.W. 
WASHINGTON, DC 20036-5304 



Bryan M. Elwood 



87289.1741 



5973 



EXAMINER 



BHAT, ADITYA S 



ART UNIT 



PAPER NUMBER 



2863 



] 



DATE MAILED: 05/05/2004 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO 90C (Rev 10/03) 



Office Action Summary 


Application N . 

10/022,194 


Applicant(s) 

ELWOOD ET AL. 


examiner 

Aditya S Bhat 


Art Unit 

2863 





~ The MAILING DATE of this c mmunication appears on the cover sheet with th correspond nee address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 
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after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- rf NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )E3 Responsive to communication(s) filed on 2-16. 18-30 & 32-43 . 
2a)S This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Ouay/e, 1935 CD. 1 1, 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) -16. 1 8-30 & 32-43 is/are pending in the application. 
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DETAILED ACTION 
Drawings 

The drawings are objected to because of the following informalities: in figure 1 
the label are handwritten but should be typed. Appropriate correction is required. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 2-25 are rejected under 35 U.S.C. 102(b) as being anticipated by Levi 
(USPN 6,658,586). 

With regards to claim 2, Levi (USPN 6,658,586) teaches a device that provides 
diagnostic and control capability for equipment from a remote location comprising: 

an apparatus detached from the equipment comprising a display device, (630; 
See figure 14) 

an input device, software executed by the apparatus and a communications 
device; (See figure 2) and 

a controller attached to the equipment to enable monitoring of the equipment by 
the apparatus through the communications device. (Col. 3, lines 38-46) wherein a 
unique identifier is stored on the controller (Col .8, lines 33-307) 

With regards to claim 3, Levi (USPN 6,658,586) teaches the controller is queried 
by the apparatus. (710;figure 1 1 ) 

With regards to claim 4, Levi (USPN 6,658,586) teaches the controller transmits 
data to the apparatus without being queried. (360; figure 6) 

With regards to claim 5, Levi (USPN 6,658,586) teaches the data being 
transmitted is an indication detected by the controller of an equipment problem. (Col. 
15, lines 22-32) 

With regards to claim 6, Levi (USPN 6,658,586) teaches the controller transmits 
data in response to the query. (710; figure 1 1 ) 

With regards to claim 7, Levi (USPN 6,658,586) teaches the controller is 
instructed by the software code to gather specific data about the equipment and 
transmitted to the to the apparatus. (Col. 26, lines 31-39) 
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With regards to claim 8, Levi (USPN 6,658,586) teaches the data is compiled by 
the software in a user-preferred manner. (196; figure 5) 

With regards to claim 9, Levi (USPN 6,658,586) teaches the data is collected for 
a specific period of time after which time the data is lost and a new data collection 
period begins. (Col. 4, lines 43-46 ) 

With regards to claim 10, Levi (USPN 6,658,586) teaches the data is available for 
review by a user on the apparatus during the specific period of time.(see figure 6) 

With regards to claim 1 1 , Levi (USPN 6,658,586) teaches the software code is 
programmed with acceptable operational limits for the equipment associated with the 
identifier. (Col. 15, lines 22-33) 

With regards to claim 12, Levi (USPN 6,658,586) teaches the limits are 
compared to the data retrieved from said controller, if results are within the acceptable 
operational limits the data no further action is taken, if results are not within acceptable 
said limits then apparatus carries out a predefined task. (Col. 15, lines 25-30) 

With regards to claim 13, Levi (USPN 6,658,586) teaches the predetermined task 
is alerting the user as to the condition. (Col. 15, lines 30-35) 

With regards to claim 14, Levi (USPN 6,658,586) teaches the predetermined task 
is alerting a technician as to the performance of the equipment (253; figure 7) (Col. 5, 
lines 39-42 ) 

With regards to claim 15, Levi (USPN 6,658,586) teaches the predetermined task 
is transmitting data to the equipment to adjust certain operational features of the 
equipment. (364;figure 6) 

With regards to claim 16, Levi (USPN 6,658,586) teaches the data is recorded 
and stored and available for review by the user, (see figure 2) 

With regards to claim 18, Levi (USPN 6,658,586) teaches a method that provides 
remote diagnostic and control capability for equipment comprising: 

monitoring the equipment through a controller attached the equipment with a 
remote apparatus comprised of an input device, display device, a communications 
device and software code executed by the apparatus.(Col. 3, lines 38-47) 

storing a unique identifier on the controller that is attached to the equipment 
(Col. 8, lines 33-37) 

With regards to claim 19, Levi (USPN 6,658,586) teaches selecting with the 
software code specific data collection wherein the software code records the data of 
pre-selected features of the equipment. (66; figure 2) 

With regards to claim 20, Levi (USPN 6,658,586) teaches querying the controller 
with request for data, wherein the data is transmitted to the apparatus. (362;figure 6) 

With regards to claim 21 , Levi (USPN 6,658,586) teaches the step of responding 
and transmitting a response to the query. (84; figure 6) 

With regards to claim 22, Levi (USPN 6,658,586) teaches the step of compiling of 
the data by the apparatus and stored for a period of time. (Col. 4, lines 43-47) 
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With regards to claim 23, Levi (USPN 6,658,586) teaches data collection is 
gathered for a fixed period of time after which the data is removed and a new data 
period is commenced, (update action item/status; Figure 7) 

With regards to claim 24, Levi (USPN 6,658,586) teaches the data is recorded 
and stored and available for review.(32,60;figure 6) 

With regards to claim 25, Levi (USPN 6,658,586) teaches the step of comparing 
the data received from the controller with pre-selected limits, if the results of the 
comparison are outside of the acceptable limits then the apparatus proceeds with a 
predefined action; if the results of the comparison are with the acceptable limits then no 
further action is taken. (410;figure 6A) 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

Claims 32-38 are rejected under 35 U.S.C. 102(a) as being anticipated by Viard 
et al.(USPN 5,946,922). 

With regards to claim 32, Viard et al. (USPN 5,946,922) teaches a device that 
provides remote diagnostic and control capability for equipment comprising: 

remote means for monitoring the equipment the means for monitoring is an 
apparatus that is comprised of an input device, display device a communications device 
and software coded executed by the apparatus (Col. 2, lines 48-51 ) and 

means for controlling the equipment through the means for monitoring, wherein 
the means for controlling is attached to the equipment. (Col. 2, lines 65-67) 

With regards to claim 33, Viard et al. (USPN 5,946,922) teaches a means for 
controlling is a controller. (Col. 3, line 1-3) 

With regards to claim 34, Viard et al. (USPN 5,946,922) teaches means for 
selecting with software code specific data collection wherein the software code records 
the data of pre-selected features of the equipment. 

Although Viard et al. does not explicitly state the use of software in (USPN 
5,946,922), Viard et al. does teach remote monitoring and controlling of equipment 
using a controller. It would be inherent for the controller to include some software or 
code in order for the controller to perform these functions. 
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With regards to claim 35, Viard et al. (USPN 5,946,922) teaches means for 
compiling the data from the equipment by querying the controller with request for data. 
(Col .2, lines 55-64) 

With regards to claim 36, Viard et al. (USPN 5,946,922) teaches data collection 
is gathered for a fixed period of time after which the data is removed and a new data 
period is commenced. (Col. 6, lines 55-59) 

With regards to claim 37, Viard et al. (USPN 5,946,922) teaches the data is 
recorded and stored and available for review. 

With regards to claim 38, Viard et al. (USPN 5,946,922) teaches comparing the 
data received from the controller with pre-selected limits, if the results of the comparison 
are outside of the acceptable limits then the apparatus proceeds with a predefined 
action, if the results of the comparison are with the acceptable limits then no further 
action is taken. (Col. 5, lines 55-57) 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 26-30 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Levi (USPN 6,658,586). 



With regards to claim 26-30, Levi (USPN 6,658,586) shows generating an alert 
(412;figure 6A) (32; figure 15) (93; figure 5) 

Although Levi (USPN 6,658,586) does not show each of the methods of alerting 
the user, it would have been obvious to one skilled in the art at the time of the invention 
to send an alert in numerous ways. 

It has been held that a recitation with respect to the manner in which a claimed 
apparatus is intended to be employed does not differentiate the claimed apparatus from 
a prior art apparatus satisfying the claimed structural limitations. Ex parte Masham, 2 
USPQ2d-1 647 (1987). 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 39-43 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Viard et al. (USPN 5,946,922). 

With regards to claim 39-43, Viard et al. (USPN 5,946,922) shows generating an 
a message for the purpose of detecting anomalies (Col.2, lines 57-64) 

Although Levi (USPN 6,658,586) does not show each of the methods of alerting 
the user, it would have been obvious to one skilled in the art at the time of the invention 
to send the message in numerous ways in order to alert the user. 

It has been held that a recitation with respect to the manner in which a claimed 
apparatus is intended to be employed does not differentiate the claimed apparatus from 
a prior art apparatus satisfying the claimed structural limitations. Ex parte Masham, 2 
USPQ2d-1 647 (1987). 

Response to Arguments 

Applicant's arguments filed 04 February 2004 have been fully considered but 
they are not persuasive. 

During patent examination, the pending claims must be "given the broadest 
reasonable interpretation consistent with the specification." Applicant always has the 
opportunity to amend the claims during prosecution, and broad interpretation by the 
examiner reduces the possibility that the claim, once issued, will be interpreted more 
broadly than is justified. In re Prater, 415 F.2d 1393, 1404-05, 162 USPQ 541, 550-51 
(CCPA 1969). 
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While the meaning of claims of issued patents are interpreted in light of the specification, 
prosecution history, prior art and other claims, this is not the mode of claim interpretation to be 
applied during examination. During examination, the claims must be interpreted as broadly as 
their terms reasonably allowed. This means that the words of the claim must be given their plain 
meaning unless applicant has provided a clear definition in the specification. In re Zletz, 893 
F.2d 319, 321, 13 USPQ2d 1320, 1322 (Fed. Cir. 1989). 

In this instance the applicant argues that there is no disclosure of a controller, no 
teaching of reporting status data, and that there is no reason to modify or combine the 
references. 

Applicant is directed to (Col. 2, lines 20-39), which teaches a processor/controller 
that is used for device tracking and gives the status data associated with the monitored 
device (Col. 2, lines 31-32) 

In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071 , 5 USPQ2d 1596 (Fed. Cir. 1988) and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). 

In this case, Levi (USPN 6,658,586) does not show the exact method of alerting 
the user, it would have been obvious to one skilled in the art at the time of the invention 
to send an alert in numerous ways. The alert could be a beep, a message, or a 
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recording all examples of alerts, which are all functionally equivalent therefore the 
rejection is deemed proper. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Lederer et al. (USPN 5,225,997) teaches a automatic monitoring 
and remote reporting device, Sandelman et al (USPN 6,437,691) teaches a electronic 
message delivery system utilizable in the monitoring of remote equipment and method 
of same, Tormintsu teaches monitoring system for food storage device, Chanvin et al. 
teaches a device for aiding maintenance of an electromechanical installation having 
automatic monitoring and control means, Levi (USPN 6,636,983) teaches a method and 
system fro uniform resource locator status tracking, Ehlers et al. (USPUB 
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2001/0010032) teaches a energy management and building automation system, and 
Defosse (USPUB 2002/0016829) teaches a remote data acquisition transmission and 
analysis system including handheld wireless equipment. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Aditya S Bhat whose telephone number is 571-272- 
2270. The examiner can normally be reached on M-F 9-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Barlow can be reached on 571-272-2269. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Aditya Bhat 
April 29, 2004 




